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'TsHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

aftpr SIX (61 MONTHS from the mailing date of this communication. -.w^ iho dahrtnrv minimum of thirty (30) days will be considered timely. 
K^he period for reply specified above is less than thirty (30) days, a .f«P'V."f '"^^ the mailing date of this communication. 

: NOreriodforre^l'yls^pecHledabovMhema.^^^^^^^^ 

' earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)D Responsive to communication(s) filed on 17 October 2003 . 
2a)n This action is FINAL. 2b)H This action is non-final. 

3D Sincethisapplicationisinconditionforaliowan^^^^^^^^^^ 

closed in accordance with the practice under Ex parte Quayle, 193& u.u. 1 1 . -foo 

Disposition of Claims 

4) D Claim(s) 1:24 is/are pending in the application. 

4a) Of the above claim(s) lOM is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) n Clainn(s) hi is/are rejected. 
?)□ Claim(s) is/are objected to. 

8)D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

q'ln The specification is objected to by the Examiner. 

lSThedLng(s)filedon_is/are: a)D accepted orbO Objected toby th^^^^^^^^^^^^^ 

Applicantr.aynotrequestthatanyobjectiontothedrav..ng(s)behe.dinabeyanc. ^^'^^ ^ 

Replacement drav^ng sheet(s) Including the correction is required if the draw,ng(s) ,s objected to. See 37 CFR 1.121(d). 
IDD The olo^^^^^^^^^^^^ is Objected to by the Examiner. Note the attached Office Action orfon. PTO-152. 

Priority under 35 U.S.C. §§ 119 and 120 

12)D Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a^riAII b)n Some*c)D None of: . 
in certified copies of the priority documents have been received. 

aDoncation from the International Bureau (POT Rule 1 7.2(a)). 
• see ttre attached detailed Office acUon for a list of the ^'*''<f '^^Jf ?'m(e) (to a provisional application) 

^^'^rrrc3;::=rirdrret,s=rs^^^^^^^ 

ala TheSnala.on of the fore^n language provisional '"^^^^^^^^ , speciflc 
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DETAILED ACTION 

, Applicant's election with traverse of Group I. claims 1-9 in Paper No. 4. dated Oct. 17. 
2003 is acknowledged. The traversal is on the ground(s) that no good reason was g,ven by the 
examiner This is not found persu^ive because the examiner provided no substantive reason 
why the cla,ms should be restricted and applicants request provision of a substantive reason. 

I. is noted in the record wherein a restriction was requested that the basis of restnction 
was made based on lackmg of general mvent.ve concept under PCT Rule 13.1 and PCT rule 
,3 2 with its detaaed guidelines under PCT Administrative Instruction Annex B, section (f) 
under Markuspr^tioe, subscript (B)v. Based on dte rules as reCed supra, the exammer 

evidence that "at least one Markush alternative is not novel" with prior art ctmg CA 
74 68906 Therefore, not only the basis or resttiction was recited with cimion of rule, a 
substantive provision of evy<fe«ce was also made to &lfU all the requirement as recited by tite 

Further U.e section of MPEP descnbing lack of unity in national stage is cited herein: 

^^^^^^^^^^^i\,.r\\y and during the mtional stape. 

» Med .it . singk g=.=»l T'tiiSSS S=Su^~Sl Ve,e i. a ,.l.*.sh,p 

todma„appMon,lh=re,u.™e„lol»mVofm« 

as a whole, makes over the pnor art aDolication containing claims to different categories of mvention >vill be 

(b) An "^^^^^^^ combinations of categones: 

consideredU^haveumty^^^^^^^^^^^ 

(2) A product and a process of use of said Product <)r ^^^^ j^^^. 

3 Aproducl aprocess specially adapted for he ^^^^^ 

S iSS^jrr^^s^ssi^Sdr^ 

sp^ifically designed fo^c«^ ^^^SSto more or less than one of the combinations of categories of invention set 
forth in paragraph (b) of this section, unity of invention ^n'S^ not te pre^^^^^^ ^^^^^^^^ ^^^^^ ^.^^^^^^ first 

'"^•"P (dT If-ltipleproducts^^P^^^^^^^^^^^ 

.h.lbem2™tr:Xl^v:n=^ 

1 0 th*^ <5necification it was clearly delineated that controlling 
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..agenesis and pha— ic Sadies ^ovide evidence ^^^^^'^^^^Zt^ 
share and identical binding site on the DAT '"^^'^^tbe tested in picking among the 
provided extensive testing method on different ''f"2r"^!^JlfZ oL i.e some individual 
individual compounds under the Markush claim Spl^etce^or inhMon. some 
compounds have <^'^^-^.'^^'f^%'^^^'JZ\^Zo not shire the same scope with 
have dopamine reuptake inhibition '^''J"''^^-^^',^ view of the substantive evidence that at 

lack the ''special technical featured' under the guidehnes of 37 CFR 1.47!,. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 1-9 are examined. Claims 10-24 are withdrawn from consideration per 37 CFR 
1.142(b). 

2 Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly pomt out and d.stmctly claim the subject matter which applicant regards as the 

invention. • "tji ;o o 

The chemical strucmre as claimed on page 64, last paragraph of claim 1 wherem R3 is 
covalentboundreplacingthehydrogeninahydroxyl group ofRl whenRl isalcoholor 
hydroxyl" is very conft^ing. It is unclear what is the structure and what constitute the Imkage 
between the R3 attached carbon and the oxygen attached to R2. 

,n view of the ambiguity, the claim is also rejected under 35 U.S.C. 1.2, first p^agraph. 
as failing to comply with the written description re,uirement. The claim contains subject matj^ 
which was «,t described in the specification m such a way as to reasonably convey to one skilled 
in the relevant art that the inventor, a. the time the application was filed, had possession of the 
claimed invention. Please note that the claim requires that R3 is a -covalcm bond" therefore 
must be the structure of 



NO description or enabling suppon can be found in the specification as to how to make or use a 
compound of the above chemical structure. 
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3 The scope of cla,m 1 compounds wherein R2 o, R4 is alkyl, etc. encompassed an 

enormous an.icipa.or, and/or obv.ousness compounds which has been searched and a copy of 
Ure search resuh wi.h compounds dearly deiinea.ed is a..aohed. In view of such e»,rmous pn or 
ar^individuaidiscussionofeachcompouudwiiino. be madebu.wi.,behmi.ed»U,e scopes 

cairn 1 wherein R2 is (optionally subs.i.u.ed)phenylca,bonyl , R4 is („p.ionaUy subsmme ) 
phenyl, and R3 isF. CI. Br. I. OH, OR'"" or OC^OR'"" will be de.ailedly discussed m.he 

following sections. 

4. The followmg is a ,uo«,ion of .he appropriate paragraphs of 35 U.S.C. 102 to. torn, *e 
basis for fte rejections under tins section made in .his Otfrce action: 

A person shall be entitled to a patent unless - 

Cameinventionw.slcnownorusedbyothers.ntMscount^,oTpatented^^^ 

Claims 1-2 are rejected under 35 U.S.C. 102 (a) or (b) as being anticipated by : 

US 2 489 669, see col.l and 6 lines 35-75, examples 5-6, 
US 3'408',445, see col. 2 line 65-col. 3 line 30, example 1; 
US 3'965'l04', see col. 4-8, examples 1-10; 
US 3'887',568, see col. 1 line 45 and examples 1-3; 
US 3'59l'593' see coi. 2 formula I, examples 1-23 

Draper, ^^^^^^^^^^^^^^^ 224948-87-2, 224948-90-7 

Geigy et al. CA 63:3273, see RN 1563-22-0, 1599-87-7. 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(f) he did not himself invent the subject matter sought to be patented. 

Claims 1-9 are rejected under 35 U.S.C. 102 (f) as being anticipated by the followmg 
references having a different inventorship: 
CA 133:66179, RN 224948-86-1, . 



y-n Page 5 

Application/Control Number: 10/089,169 

Art Unit: 1625 

CABS: 171745, RN 224948-87-2, 224948-90-7, 
CA 133:339052, see RN attached, 

The above references although published after the priority filing, indicated "another" was 
in possession of the claimed compounds for the same or dtffererrt utility. The issue of who rs the 
"first" to invent must be resolved. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Steiner et al. 
US 5,512,584. 

See compounds of examples 1-39 (col. 4-8) for treating anxiety (see col. 16, claim 8). 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

section 102 ot this title, ii me ameieiic-c* u^^uw j invention was made to a person 

manner in which the invention was made. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Steiner et al. 
'584 in view of Casy Ca 130,Yanai et al. CA 129 and Foy CA 1 18. 

n^„^i«.iu,n of the scope and con tent ofihe prior art ( MPEP rt^^^\,cA of claim 3 aS 

Steiner et al. '584 disclosed anticipatory compounds for the claimed method ot claim 
delineated supra which is incorporated by reference. 

Steiner tr^rSsTto^ddUhe elements of the claims except the exemplified spec.es 
for treatmranx ty was unsubstituted phenyls or fluoro- or bromo-subsituted pheny s (see col. 4 
™le 1 line 5-60). Generically, Steiner et al. '584 taught that fluorine and chlorine 
Sition are optional choice (see col. 1 line 51). In analogous art, such compounds with alkyl 
s^b tSn were taught to be analogous structure for it biological function (see Casy CA 130). 
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pertinent art in the 

configuration of unsubstituted phenyl or "^^^hy " o^^^^^^^^^^ on the receptors. 

Steiner '584 or the instant claims are ^'^^l^S^;/^;" ^ f^^^^^^^^^ claims since 

Therefore, one in possession of the above '^^f^^^^^^^j^.X^ ^^^^^^ <584 to be useful in 
the unsubstituted or fluorme substr^ted sp^^^^^^^^^^ ^-^s d b S^-r^5^^^ ^^^^ ^^^^^^ 

as "cocaine function" (Yanai or Foy). 

8 Any inquiry concerning this communication or earlier <^°"^7"'^^^J°"^^;7;(^ The 

If attempts to reach tfie examiner by telephone are unsuccessfal, the examiner can be 
reached by fac^mile at (703) 308-7922 with cointesy vo.ce message supra^ 

Any inquiry of a genera, nature or relating to the staWs of th^ appU<.tion or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1235. 

{^(^^ 
Celia Chang ^ 

Primary Examiner 
OACS/Chang ^^25 
Jan. 7, 200^ 



